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Started a business with, or which shortly have, interstate sales in the US?  File the applications now 
for federal registration to protect that distinctive trademark, even if use hasn’t commenced. 

Because trademark rights favor the first user, actual or constructive, in a geographic area, every 
business should file for registration of the distinctive mark in connection with the goods or services, 
after vetting the mark against existing registrations and applications.  Selecting a trademark which 
meets, or can meet in the future, the requirements of distinctiveness is critical.  Federal registration 
of a such a trademark provides benefits and protections against junior users, including geographic 
priority.  Because an application does not require use, its best to file the application now. 

What is a trademark and what makes it distinctive? 

The term “trademark” is generally used to refer to both trademarks and service marks.  The Federal 
Trademark Act of 1948, the Lanham Act, defines the term “trademark” includes any word, name, 
symbol, or device, or any combination thereof which identifies and distinguish one’s goods from 
another and indicates the source of the goods, even if that source is unknown.1   A service mark 
differs in that it applies to services.2 

A distinctive mark is one which is immediately protectible in view of the goods or services – 
fanciful, arbitrary, or suggestive.  Distinctiveness is often expressed on an increasing scale: Word 
marks “may be (1) generic; (2) descriptive; (3) suggestive; (4) arbitrary; or (5) fanciful.”3  The more 
distinctive the mark, the more readily it qualifies for the principal register.4  The most distinctive 
marks—those that are “ ‘arbitrary’ (‘Camel’ cigarettes), ‘fanciful’ (‘Kodak’ film), or ‘suggestive’ 
(‘Tide’ laundry detergent)”—may be placed on the principal register because they are “inherently 
distinctive.”5 “Descriptive” terms, in contrast, are not eligible for the principal register based on their 
inherent qualities alone.6  At the lowest end of the distinctiveness scale is “the generic name for the 
goods or services.”7  The name of the good itself (e.g., “wine”) is incapable of “distinguish[ing] [one 
producer's goods] from the goods of others” and is therefore ineligible for registration.8  Thus, 
descriptive terms should, and generic terms must, be avoided as the new trademark for a business. 

                                                            
1 15 U.S.C. 1127 
2 15 U.S.C. 1127 
3 Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 768 (1992).   
4 United States Patent & Trademark Office v. Booking.com B. V., 140 S. Ct. 2298, 2302 (2020) 
5 Wal-Mart Stores, Inc. v. Samara Brothers, Inc., 529 U.S. 205, 210–211 (2000). 
6 Park ’N Fly, Inc. v. Dollar Park & Fly, Inc., 718 F.2d 327, 331 (9th Cir. 1983) (“Park ’N Fly” airport parking is 
descriptive), rev'd on other grounds, 469 U.S. 189 (1985).   
7 15 U.S.C. §§ 1127, 1064(3), 1065(4). 
8 15 U.S.C. § 1052; see 15 U.S.C. § 1091(a). 
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But, if the business has already deployed a descriptive term it may be eligible for protection when 
coupled with use in commerce.  The Lanham Act, “liberaliz[ing] the common law,” “extended 
protection to descriptive marks.”9  But to be placed on the principal register, descriptive terms must 
achieve significance “in the minds of the public” as identifying the applicant's goods or services—a 
quality called “acquired distinctiveness” or “secondary meaning.”10  Without secondary meaning, 
descriptive terms may be eligible only for the supplemental register.11  

Beyond distinctiveness, registration may be rejected for several statutory reasons.  Registration will 
be refused if the mark disparages or falsely suggests a connection with another. 12  Likewise, actions 
which infer some governmental entity, such as the flag or coat of arms or other insignia of any 
governmental entity, or simulation thereof, will preclude federal trademark registration. 13  The 
Lanham Act also prohibits using the name or likeness of another without consent. 14   Confusing 
overlaps with existing registrations will also prevent registration - if the mark consists of or 
comprises a mark which so resembles a mark registered in the Patent and Trademark Office, 
registration will be rejected. 15  Finally, if the mark is merely descriptive, functional or merely 
primarily a surname, registration will not be permitted.16  While nearly all of these are an absolute 
bar, a rejection for lack of initial distinctiveness may be overcome is the mark has been so 
extensively used that is has acquired distinctiveness.17 

Why seek federal registration of the trademark? 

Federal registration of a trademark provides benefits including establishing a date of use in every 
state, a record to preclude junior user registration, and prima facie evidence of trademark ownership 
in court or to national sales entities.  Federal registration may also afford remedies not otherwise 
available in the event of infringement.   

Timely filing of an application can provide a critical benefit against junior third parties.  Registration 
of a mark on the Principal Register establishes nationwide rights of constructive use as of the 
application filing date.18 This constructive use date provides senior user rights nationwide against 
anyone who would adopt use of an infringing mark thereafter.   

Registration further provides a bar against registration later of potentially confusing mark.  Where 
the U.S. Patent and Trademark Office finds the differences are such that a likelihood of confusion 
exists with the registered mark, the junior user will be unable to obtain registration.  Section 2(d) of 
the Lanham Act provides that refusal may be predicated if the mark consists of or comprises a mark 
which so resembles a mark registered in the Patent and Trademark Office, or a mark or trade name 
previously used in the United States by another and not abandoned, as to be likely, when used on or 
in connection with the goods of the applicant, to cause confusion, or to cause mistake, or to 

                                                            
9 Qualitex Co. v. Jacobson Products Co., 514 U.S. 159, 171 (1995). 
10 Wal-Mart Stores, 529 U.S. at 211 (internal quotation marks omitted); see 15 U.S.C. § 1052(e), (f). 
11 15 U.S.C. § 1091(a).   
12 15 U.S.C. § 1052(a)-(d). 
13 15 U.S.C. § 1052(a)-(d). 
14 15 U.S.C. § 1052(a)-(d). 
15 15 U.S.C. § 1052(a)-(d). 
16 15 U.S.C. § 1052(a)-(d). 
17 15 U.S.C. § 1052(e). 
18 15 U.S.C. §§ 1057(c), 1072. 
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deceive.19  The predominant considerations in assessing a likelihood of confusion are a) the similarity 
or dissimilarity of the marks in their entireties as to appearance, sound, connotation and commercial 
impression and b) the relatedness of the goods or services as described in the application and 
registration(s).20    

The registration certificate may provide rebuttal evidence of ownership in court and with national 
sales entities.  When the assertion of trademark rights is necessary in court, the registration certificate 
is admissible and is prima facie evidence of validity, of registration, ownership, and exclusive rights 
to use in the mark in commerce.21  Online sellers such as Etsy, Ebay and Amazon often request 
federal trademark registration numbers in their infringement reports to identify rights.  However, 
Section 2(f) acquired distinctiveness or disclaimers of descriptive terms may frustrate those 
assertions. 

Finally, the Lanham Act provides remedies to the owner of a federally-registered trademark beyond 
the remedies for trademarks which are not registered, albeit with a notice requirement.  Trademark 
owners must provide notice, actual or constructive, to obtain money damages for infringement, to 
obtain money damages for the conduct occurring thereafter.22  Fortunately, constructive notice can 
be given by the use of the registration symbol - ®. 23  Those monetary relief models include the 
actual damages sustained by the trademark owner and, to the extent, not duplicative, the “profits” 
realized by the infringer.24  In the Lanham Act, “profits” are defined as the infringer’s sales less the 
costs and deductions proven by the infringer.25 In exceptional cases, the trademark owner may also 
recover attorney’s fees.26 Because “counterfeit marks” are legally only those which are counterfeits of 
registered marks,27 remedies for counterfeiting are likewise limited.  These remedies first include ex 
parte orders for seizure of the counterfeits and the means of production,28 and, in cases of 
intentional and knowing use or intended third party use,  trebling of the damages absent extenuating 
circumstances.29  Moreover, as an alternative to the actual or trebled damages, the trademark owner 
may instead elect to recover statutory damages as determined by the court for the use of a 
counterfeit mark in an amount of not less than $1,000 and not more than $200,000 per types of 
goods or services sold, which may be increased to $2,000,000 per mark per type of gods or services 
sold if the use was willful.30 

  

                                                            
19 15 U.S.C. § 1052(d). 
20 Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 1103, 192 USPQ 24, 29 (C.C.P.A. 1976); In re Iolo Techs., 
LLC, 95 USPQ2d 1498, 1499 (TTAB 2010); In re Max Capital Grp. Ltd., 93 USPQ2d 1243, 1244 (TTAB 2010); In re Thor 
Tech, Inc., 90 USPQ2d 1634, 1635 (TTAB 2009). 
21 15 U.S.C. § 1115(a). 
22 15 U.S.C. § 1111. 
23 15 U.S.C. § 1111. 
24 15 U.S.C. § 1117(a). 
25 15 U.S.C. § 1117(a). 
26 15 U.S.C. § 1117(a). 
27 15 U.S.C. § 1116(d)(1)(B)(i). 
28 15 U.S.C. § 1116(d)(1)(A). 
29 15 U.S.C. § 1117(b). 
30 15 U.S.C. § 1117(c). 
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Why seek federal trademark registration now? 

Because the US Patent and Trademark Office affords filing based on actual use or a bona fide intent 
to use the mark in interstate commerce, a business can file as soon as the mark is identified.   The 
owner of a mark already in use may request registration on the Principal Register by paying the 
prescribed fee, identifying the goods or services on which the mark is used, a verified statement of 
the dates of use (first and in interstate commerce), and a specimen of such use on one listed good or 
service.31  The owner of a prospective mark, who has a bona fide intent to use the mark in 
commerce, can likewise file an application having the same details except for the dates of use and 
specimens of use.32   

The applicant of an intent to use application may have nearly four (4) years to deploy the mark in 
interstate commerce, realizing the constructive use date as the application filing date and therefore 
having seniority against any intervening junior users.  While the application not be based on actual 
use33, registration is.  The applicant for such an intent to use application of the prospective mark 
must file a Statement of Use within six months of Allowance, or, with extensions, within thirty-six 
months of the Allowance.34  Because of the duration between filing and first review by the 
USPTO,35 the time required after internal approval for publication in the event all issues are 
resolved, and the thirty day window after publication for third party action,36 the Notice of 
Allowance is typically issued a full 12 months after filing.   

Before filing any such application, however, the business should consider any potential problematic 
existing registrations or pending applications at the United States Patent and Trademark Office.   
The Principal and Supplemental Registers of the United States Patent and Trademark Office are 
generally publicly available.  Searching the records in advance avoids, or at least reduces, the 
potential that any prospective application will be rejected because the mark  consists of or comprises 
a mark which so resembles a mark registered in the Patent and Trademark Office, and such use is 
likely, when used on or in connection with the goods of the applicant, to cause confusion, or to 
cause mistake, or to deceive.37  Trademark attorneys routinely conduct search of those records. 

Conclusion 

When a business uses a distinctive trademark or identifies a potential distinctive trademark it intends 
to use, it should first vet it for problematic senior users then seek federal trademark protection when 
possible.  The filing date then provides a constructive use across the United States.  The registration 
then provides benefits not available for unregistered trademarks.  Time is a critical factor, so filing 
now is best. 

  

                                                            
31 15 U.S.C. § 1051(a). 
32 15 U.S.C. § 1051(b). 
33 15 U.S.C. § 1063(b). 
34 15 U.S.C. § 1051(d). 
35 15 U.S.C. § 1062(a). 
36 15 U.S.C. § 1063(a). 
37 15 U.S.C. § 1052(d) 



Crain Caton & James More than a century of solutions
 

  5

About the Author: 

Jim Hudson is a member of Crain Caton & James’s Intellectual Property Group.  A registered U.S. Patent 
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